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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIKE , MONTH(S) PROM 
THE MAILING DATE OF THIS COMMUNICATION.^^ 

errned^atentterm adjustment. See 37 CFR 1.704(b). 

Status onrt0 
m Responsive to communication(s) filed on ?6 December 200 2 . 
r-. ^- • cikiai 2b)[2 This action is non-final. 

Disposition of Claims 

4) S Claim(s) 1^33 is/are pending in the application. <5= ^\ J 

4a) Of the above daim(s) is/are withdrawn from considerate. 

5) D Claim(s) is/are allowed. 

6) 12 Claim(s) 1M is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D c.aim(s) are subject to restriction and/or election requirement. 

Application Papers 

1 1D The proposed drawing correction filed on is. a)U appro ; 

,f approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a) (d) <* 
a)DAII b)D Some*c)D None of: 

1 n Certified copies of the priority documents have been received. 

14D Acknowledgment is made of a claim for domest.c pnonty under 35 U.S.C. § 9(e) ( 

a) D The translation of the foreign language 
15)D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. » 

Attachment(s) 



1 ) [3 Notice of References Cited (PTO-892) 

2 □ Notice of Draftsperson's Patent Drawing Rev.ew (PTO-948 

3) H Information Disclosure Statement(s) (PTO-1449) Paper No(s) 5 . 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) ID Other: 
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Response to Amendment 
The rejection of claim 33 under 35 USC 1 12 is withdrawn. 

Response to Arguments 
Applicant's argues wrthrespec, ,0 clam* 1, tt 13. H W. «. » - 
ordered bu, are moo. in view of the new ^ of rejection. Applicant argues that .he prior ar, Ced 
„ paper nutnber 4 doe, no, teach or sugges, the instant Cain, because the disclosed perfluorinated 
groups in *e surfaces contain 6-22 carbc* atoms, while app.ican, claims surfactants containing the R r 
groups -OF, or -C.F, The rejection of Cain, as heing unpatentable over Heid (5.852,075), EP 0 974 
626 Al or Caiger « al in view of each of Held or EP '626 are wtthdrawn. The teachings of the references 
are now cotnbined with teachings of references tha, teach surfactants containing the R f groups - Cj F, or - 
C,F, The indicated allowability of claims 2- 1 1, 20 and 30-32 is withdrawn in view of the newly 
discovered reference(s) to WO 01/30873. Rejections based on the newly cited reference^) follow. 

Specification 

The titleofthe invention is not descriptive. Anew title is required that is clearly indicative of the 
invention to which the claim, are directed. The title should distinguish the instantly disclosed ink jet ink 
compositions from other ink jet ink compositions. 

Claim Rejections - 35 USC § 103 

*ari™ nf *s II S C 103(a) which forms the basis for all obviousness 
The following is a quotation ot 35 u.J>.<~. i^w wi 

rejections set forth in this Office action: 

section 102 of this title, if the differences W™ "^STtbSS the invention was made to « person 

manner in which the invention was made. 



Claims 1-13, 18-21, 23 and 26-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Held (5,852,075) in view of WO O./30873. Held discloses a surface, system for h* jet inks containing 
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an aqueous cam. and a colorant. The surfactant system comprises a siloxane surface, and a fluorinated 
s^actant Held uses a fluoroalcohol substituted n^noether wnh polyethylene glycol in the examp.es (see 
mk preparations 2, 3and4). See column 6, Hoc41. ,o column 7, line 47. See surfactant no. 4 in Table ,. 
WO 01/30873 discloses fluorochemica. surface derived fromnonafluorobutanesulfonyl fluoride 

surfaces "lower the surface tension of water and ether hqutds m me same or similar low values 
achieved by premier surfactants such as those denved from perfluoroo«a»e sulfony. fluoride- 
It would have been obvious to one skilled in the art to select a fluoroalcohol substituted 
monoether with polyethylene glyco! as the fluorinated surfactant in .he compositions disclosedby Held 
because Held uses a fluoroalcohol substituted monoemer with polyethylene glycol in the examples (see 
,nk preparations 2, 3 and 4). would further have been obvious ,0 one skilled n, the ar, ,0 substitute a 
fluorochemical surfactant taught by WO "873 for the fluortnated surfactants containing a perfluoralkyl 

provrding srmilar or improved surfactant properties. WO '873 provides novation to employ the 
disclosed surfaces by teachnrg that the drsc.osed surfactan* ».ower the surface tenston of water and 
other liquids f. the same or similar low values achieved by premier surfactants such as those derived from 
perfluorooeune sulfonyl fluonde" W,th respect to claims 23 and 26-29, i, would have been obvious ,0 
one skilled in the ar, to employ the ink compositions disclosed by Held in a method of ,nk je, printing 
comprising ejecting the ink companions from an ink je, printhead onto a subshate because Held teaches 
that the disclosed compositions are suitable inks for ink jet printers. 

Claims 1-13, 18-23 and 26-30 are .ejected under 35 U.S.C. 103(a) as being unpatentable over EP 
0 974 626 Al m vrew of WO 01/30873. EP "626 dtscloses aqueous ptgmented inks for ink jet printing on 
vinyls. The inks comprise an aqueous vehicle, an insoluble colorant, a polymeric dispersant, and a slicon 
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*d- surfactants derived from nonafluorobutanesulfony, fluoride —ding ,0 .he 

„ of *e .nstantly claimed surface. WO,73 teaches that the disclosed surfaces ".owe, the 
surfa ce tens.on of water and other houids in the same or sin* .ow vaiues achieved by prermer 
surfactants such as those denved from perfluorootfane sulfony. fluoride". 

„ou!d have been obvious to one skuled in the art to select a fmorinated surfactant as the 
surfacMt ,„ me commons d.sc,osed by EP '626 because HP -626teacr.es mat me surfacU, - be a 

or telomer B monoether ^ polyethylene g ,ycol is preferred, ., would Mier have been obvrons to one 

contain* a perfluorarky, group and polyether groups taugn. by EP "626 in the composes d,c,„sed by 
EP •«« with me e X pecta,,on of proving s,m„ar or unproved surfactant properf.es. WO 'S73 provrdes 
^uonal mottvauon to employ me dtsclosed surface, by teachmg ma. the d,sclosed surfcctants "lower 
the surface tension of water and other liouids in the — or simtlar low values achieved by premrer 
„ such as those derived front perfluorooctane sulfonyl fluor.de-. With respect ,0 cla,ms 23 «d 

EP '626 in a method of ink jet printing comprising ejecting the ink compositions from an ink jet printhead 
on ,o a subarate because EP '626 teaches tha, me drsclosed compost are stutable W. fo, tnk jet 



printers. 



e, al (6 , 14 406) in view of WO 01/308073. Caiger e, a, disclose radiation curable ink compositions 
cording aoylate _ and oligomers, a photoinitiator * a —Can,. Caiger e, a, teach 
tha, suttaMe surfactants are preferably non,onic and use fluoro surfactants m the exan,.es (column 3, 
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lines 52-55). WO 01/30873 discloses fluorochemical surfactants derived from nonafluorobutanesulfonyl 
fluoride corresponding to the structures of the instantly claimed surfactants. WO'873 teaches that the 
dlS closed surfactants "lower the surface tension of water and other liquid, in the same or similar low 
values achieved by premier surfactants such as those derived from perfluorooctane sulfonyl fluoride". 

It would have been obvious to one skilled in the art to employ the fluorochemical surfactants 
taught by WO '873 as the fluoro surfactant in the ink compositions disclosed by Caiger et al. Caiger et al 
teach that the surfactant is preferably a nonionic surfactant and a fluoro surfactant, thus providing 
motivation to employ nonionic fluorosurfactants in the disclosed ink compositions. Furthermore, Caiger 
et al do not hmh the surfactants to those specifically used in the examples. WO '873 provides motivation 
to employ the disclosed surfactants by teaching that the disclosed surfactants "lower the surface tension of 
water and other liquids in the same or similar low values achieved by premier surfactants such as those 
denved from perfluorooctane sulfonyl fluoride" It would have been obvious to one skilled in the art at 
the time of the invention to expose the disclosed ink jet ink compositions to actinic radiation, such as UV 
radiation, in order to polymerize the ink because Caiger et al teach radiation curable compositions 
containing a photoinitiator. 

Claims 1-13, 15-23 and 26-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Breton et al (5,863,320) in view of WO 01/308073. Breton et al disclose an ink containing a liquid 
vehicle, colorant and a perfluorosurfactant, such as a perfluorooctanesulfonamide ethylacrylate. See 
column 3, lines 38-47. WO 01/30873 discloses fluorochemical surfactants derived from 
nonafluorobutanesulfonyl fluoride corresponding to the structures of the instantly claimed surfactants. 
WO'873 teaches that the disclosed surface "lower the surface tension of water and other liquids in the 

same or similar low values achievedby premier surfactants such as those derived from perfluorooctane 

sulfonyl fluoride". 
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It would have been obvious to one skilled in the art to employ the fluorochemical surfactants 
taught by WO '873 as the perfluorosurfactant in the ink compositions disclosed by Breton et al. Breton et 
al teach that the surfactant is preferably a perfluorooctanesulfonamide ethylacrylate, thus providing 
motivation to employ perfluoro- sulfonamide ethylacrylate fluorosurfactants in the disclosed ink 
compositions. WO '873 provides motivation to employ the disclosed perfluoro-sulfonamide derived 
surfactants by teaching that the disclosed surfactants "lower the surface tension of water and other liquids 
in the same or similar low values achieved by premier surfactants such as those derived from 
perfluorooctane sulfonyl fluoride". 

Claims 1-13, 15-30 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
99/07796 in view of WO 01/308073. WO '796 discloses an ink containing a water-dispersible or water- 
soluble acrylate polymerizable material, a second polymerizable material, a colorant, a photoinitiator. 
Addition of a perfluorosurfactant, such as a perfluoro-sulfonamide salt (Fluorad FC129) is taught in 
Example 1. WO 01/30873 discloses fluorochemical surfactants derived from nonafluorobutanesulfonyl 
fluoride corresponding to the structures of the instantly claimed surfactants. WO'873 teaches that the 
disclosed surfactants "lower the surface tension of water and other liquids in the same or similar low 
values achieved by premier surfactants such as those derived from perfluorooctane sulfonyl fluoride- 
It would have been obvious to one skilled in the art to employ the fluorochemical surfactants 
taught by WO '873 as the perfluoro-sulfonamide surfactant in the polymerizable ink compositions 
disclosed by WO '796 for the following reasons. WO '796 teaches that the disclosed compositions can 
comprise a perfluoro- sulfonamide surfactant. WO '873 provides motivation to employ the disclosed 
perfluoro-sulfonamide derived surfactants by teaching that the disclosed surfactants "lower the surface 
tension of water and other liquids in the same or similar low values achieved by premier surfactants such 
as those derived from perfluorooctane sulfonyl fluoride". 
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Claims 3 1-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 99/07796, 
Held, EP '626, Caiger et al or Breton et al, each in view of WO 01/30873, as applied to claims 1, 23, 26 
and 30 above, and further in view of Adkins et al (6,1 13,679). Each of the primary references discloses 
ink jet inks for printing on a substrate. Adkins et al disclose inkjet inks comprising analogous 
components, such as a binder and a fluorochenrical surfactant and teach that the receiving substrate can be 
polymeric films, such as acrylic-containing films, and that the films can be retroreflective (column 5, line 
60, to column 6, line 32. Thus, It would have been obvious to one skilled in the art at the time of the 
invention to apply the ink jet ink compositions taught by the combination of any of the primary references 
with WO '873 to a polymethylmethacrylate film that is retroreflective, as taught by Adkins. The reason is 
that the ink jet ink compositions are very similar in composition and would be expected to be successfully 
applied to a film such as polymethylmethacrylate that is retroreflective because Adkins et al teach such an 
application for the disclosed inkjet inks. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be direct s'usalw Berman whose telephone number is 703 308 0040. The exammer can normally 
be reached on M-F 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, James 
Seidleck can be reached on 703 308 2462. 

The fax phone numbers for the organization where this application or proceeding is assigned are 
703 872 9310 for regular communications and 703 872 931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is 703 308 0661. 



Susan W Berman 
Primary Examiner 
Art Unit 1711 
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